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FRAND OR Foe? Competition Law Vs Patent Law, FRAND
Obligations Vs Injunctive Relief - Part 2

Max Barrett*

Abstract: This article continues the exploration of the interaction between
competition law and patent law in the field of standard-essential patents (SEPs)
pledged on fair, reasonable, and non-discriminatory (FRAND) terms. Building on
Part I, which addressed the Samsung, Motorola, and Huawei v ZTE decisions, this
second part focuses on post-Huawei jurisprudence of the English superior courts,
most notably the Unwired Planet and subsequent SEP licensing disputes. The
analysis traces how English courts have interpreted the contractual and
competition law dimensions of FRAND undertakings, including the scope of non-
discrimination, the willingness obligations on implementers, and the limits of
injunctive relief. Particular attention is paid to whether the ‘dance steps’outlined by
the Court of Justice in Huawei constitute mandatory rules or flexible guidelines; how
courts have approached the jurisdictional challenges posed by global licensing; and
whether national courts are appropriately positioned as de facto pricing authorities
in the absence of a supranational regime. The article also considers the tension
between intellectual property rights and competition law, assessing whether
FRAND undertakings operate as a form of compulsory licensing, and whether
restructuring or tactical litigation strategies can undermine the FRAND regime.
While English courts have sought pragmatic solutions, their reasoning sometimes
diverges from Huawei and raises uncertainty as to the balance between rewarding
innovation and preventing anti-competitive conduct. The article concludes by
calling for greater clarity at the EU level, potentially through the Court of Justice or
an international tribunal, to ensure that FRAND licensing preserves both innovation
incentives and fair competition.

Keywords: FRAND licensing; Standard-essential patents (SEPs); Competition law;
Injunctive relief; Injunctive relief.

Introduction

This is the second of two articles in which | consider the interaction of competition
law and patent law and the obtaining of injunctive relief in the context of FRAND-
pledged standard essential patents (SEPs). In my last article (see (2024) 8(1) 1JSJ 64)

* Judge of the High Court. This article is written in a personal capacity. | am grateful to Ms Hodel
Herlihy, BL, for her comments on an earlier draft of this article. All views expressed are personal to
me. The responsibility for any (if any) errors in the text is mine alone.
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| focused on (i) the European Commission’s decisions in the Samsung' and
Motorola? cases, and (ii) the decision of the Court of Justice in Huawei vZTE.® In this

article | focus on post-Huawei decisions of the English superior courts (most
notably, the Unwired Planet cases). The borderland between competition law and
patent law is an area of the law which has developed an intimidating jargon and an
array of acronyms; the reader will find a glossary of acronyms to the rear of this
article.

Samsung Electronics v Ericsson (2016)*

Here, Samsung appealed a High Court decision dismissing its competition law
defence in a patent infringement claim by Unwired Planet. The defence focused on
transactions by which Unwired Planet acquired title to the allegedly infringed
patents. Samsung contended there had been a failure to transfer a prior FRAND
undertaking by Ericsson, making the agreements void under Art.101 TFEU. On
appeal, Kitchin L) made various notable observations. These are set out below with
some further commentary. First, a patent obtains SEP status in return for the
proprietor’s irrevocable FRAND undertaking. > (By way of comment, FRAND
undertakings are nowadays given to standard-setting organisations. Amid all the
discussion of Huawei, etc., it can be forgotten that there is a tradition of FRAND
licensing that pre-dates standard-setting organisation FRAND undertakings and
remains ‘relevant to today’s discussion of FRAND requirements’).® Second, a
FRAND undertaking justifies imposing an obligation on a SEP owner to comply with
same by not seeking a prohibitory injunction without alerting the implementer and,
if the implementer has expressed its willingness to conclude a FRAND licence,
presenting a specific, written offer for same.”’ (This does not clarify when a SEP
owner may seek to injunct an infringing implementer despite its FRAND
undertaking).® Third, to safeguard the effectiveness of a FRAND commitment, a SEP
owner must ensure the person to whom the SEP is transferred is bound thereby.®

"Samsung (Case AT.39939) [2014] OJ C 350/8.

2 Motorola (Case AT.39985) [2014] OJ C 344/6.

8 Case C-170/13 Huawei Technologies v ZTE Corp [2015] (ECLI:EU:C:2015:477)

4[2016] EWCA Civ 489, [2016]5 CMLR 11.

5[2016] EWCA Civ 489 [11] (echoing Case C-170/13 Huawei Technologies Co. Ltd v ZTE Corp., ZTE
Deutschland GmbH [2015] 5 CMLR 14, [51]).

6 Jorge Contreras, ‘A Brief History of Frand: Analyzing Current Debates in Standard Setting and
Antitrust through a Historical Lens’ (2015) 80(1) Antitrust Law Journal 39, 41

7[2016] EWCA Civ 489 [12] (echoing Huawei, [59]-[64]).

8 JG Sidak, ‘The Meaning of FRAND, Part Il: Injunctions’ (2015) 11(1) Journal of Competition Law and
Economics 201, 201.

°[2016] EWCA Civ 489, [2016] [13].
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(This principle was included because FRAND pledges are intended ‘to assure the

market ... [not] specific firms’.’ Such assurance would diminish if pledges did not
apply to transferees).

Fourth, a non-ETSI member is as constrained by its FRAND undertaking as a
member.™ (In the US, in Microsoft Corp v Motorola Inc,'? it was contended that
Microsoft’s rights as third-party beneficiary were conditional on its applying for and
negotiating a RAND (reasonable and non-discriminatory) licence. This was rejected
by reference to applicable standard-setting organisation policies. It seems in any
event impracticable, as (1) requiring potential implementers to negotiate a RAND
licence could ‘slow innovation’, ' (2) the notion of applying for a licence is
‘problematic’' pointing to a contra-FRAND undertaking potential for licence refusal,
(3) if implementers had to apply for and negotiate a RAND licence before a SEP-
holder had an obligation to license that would weaken the SEP contractual
structure). Fifth, if the original owner of a SEP licenses it to a first licensee it must
adopt non-discriminatory (‘ND’) terms when licensing it to a second licensee;
otherwise competition between the licensees is likely to be distorted. '® (This
position arguably takes the view that licensees are equals whereas in fact they may
be un-equals, as noted by Mellor J in Interdigital, as considered later below)."” Sixth,
if second SEP owners do not consider the licensing conduct of a first SEP owner,
SEP owners ‘could contract out [of the ‘ND’ element] ... of FRAND by transferring
their SEPs to new corporate entity shells, not bound by their original [FRAND
undertakings]’. '® (This suggests that corporate restructuring offers an avenue
whereby SEP owner obligations could be avoided).

Unwired Planet v Huawei (2017-2020)

In March 2014, Unwired Planet sued Huawei/Samsung/Google for patent
infringement. In 2017, Birss J, then in the High Court, granted an injunction to stop
UK infringement, with a proviso that the injunction would cease if the defendant

0 Jorge Contreras, ‘A Market Reliance Theory for FRAND Commitments and Other Patent Pledges’
(2015) 2 Utah Law Review 479, 482.

1[2016] EWCA Civ 489, [2016]5 CMLR 11 [38].

2864 F Supp 2d 1023 (WD Wash. 2012).

'8 Kassandra Maldonado, ‘Breaching RAND and Reaching for Reasonable: Microsoft v Motorola and
Standard-Essential Patent Litigation’ (2014) 29 Berkeley Technology Law Journal 419, 434.

"ibid.

Sibid.

6[2016] EWCA Civ 489, [2016]5 CMLR 11 [45].

7[2023] EWHC 1583 (Pat) [2023] RPC 13.[168(ii)].

8[2016] EWCA Civ 489, [2016]5 CMLR 11 [45].

58
(2025) Irish Judicial Studies Journal Vol 9(1)



Irish Judicial Studies Journal !

accepted a global FRANDL. Huawei’s later appeals were unsuccessful. (The
proceedings also involved an appeal in Conversant v Huawei.' There, Conversant
sued Huawei/ZTE seeking a FRAND declaration/determination). Challenges to the
English courts’ jurisdiction were dismissed by the High Court and eventually
appealed to the UK Supreme Court. The UK Supreme Court outlined ETSI’s IP rights
policy, then concluded with, inter alia, the following observations. 2°

First, that the contractual modifications to the general law of patents are designed
to achieve a fair balance between SEP owners and implementers. (This, it is
submitted, is a notably benign view of standard-setting organisations. In American
Society of Mechanical Engineers v Hydrolevel,?' the United States Supreme Court
held that a non-profit trade association which promulgated engineering/industry
codes could be liable for treble damages under antitrust law for antitrust violations
committed by agents with apparent authority). Second, the SEP owner’s
undertaking, which the implementer can enforce, is a contractual derogation from
a SEP owner’s general right to obtain an injunction. (There is a possible logical
problem with this approach in that, as Tochtermann states:

[T]lhe enforcement of a patent right by an SEP owner bound by a FRAND
declaration but unwilling to grant a license is not ... unjustified ... [in] patent
law but ... [as regards] contract law ... [it is] a violation of the undertaking to
refrain from obtaining an injunction).??

Third, obtaining undertakings from SEP owners will often occur when the relevant
standard is being devised and before anyone may know whether the patent in
question is essential and valid. (In practice, there may be good reason for this. The
‘typical firm’#®in a standard-setting organisation process owns SEP and non-SEP
patents. The non-SEP patents may be ‘supporting role patents’, ?* i.e.
complementary patents licensed with the SEP or ‘starring role patents’?® that cover
differentiating technology. Supporting/starring role patents are not typically bound
by FRAND commitments. By encouraging/facilitating over-declaration, standard-
setting organisations reduce the risk that non-FRAND-constrained essential

9[2019] EWCA Civ 38 [2019] RPC 6.

20 Unwired Planet v Huawei [2020] UKSC 37, [2021] ALLER 1141, [7].

21102 S Ct. 1935 (1982).

22 | ea Tochtermann, ‘The Fate of the ETSI FRAND Declaration in the Transfer of SEPs’ (2021) 16(2)
Journal of Intellectual Property Law and Practice 150, 159.

2 Anne Layne-Farrar, ‘Moving Past the SEP Rand Obsession: Some Thoughts on the Economic
Implications of Unilateral Commitments and the Complexities of Patent Licencing’ (2014) 21(4)
George Mason Law Review 1093, 1101.

% ibid.

% ibid 1102.
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patents would increase, increasing holdup risk).?® Fourth, ETSI’s IP rights policy
envisages that the SEP owner and implementer will negotiate a FRAND licence and
resolve disputes by agreement or via, e.g., national courts. (This is notable when it

comes to abuse of dominant position (‘fAODP’), as prevention of meaningful
negotiations may constitute AODP).?’

The United Kingdom Supreme Court also addresses the ‘ND’ (non-discriminatory)
limb of ‘FRAND’.?® Huawei canvassed for ‘hard-edged’ ND whereby ND is treated
discretely.?® The UK Supreme Court held ‘FRAND’ to be ‘soft-edged’ (part of a single,
unitary obligation to license on FRAND terms).* This soft-edged approach arguably
deprives ND of its true significance, though the hard-edged approach might
threaten innovation. Separately, Arezzo has canvassed for a ‘third way’, the
elements of which are as follows: ‘[A]nalyse whether[i] the supposed discriminated
implementer is similarly situated to others ... [ii] the SEP holder is treating the
implementers differently; and [iii] there is ... objective justification for the different
treatment.’”®

It remains to be seen which approach to ND will find favour with the CJEU. There are
at least two US federal court decisions in which the hard-edged approach was
favoured.®2 The UK Supreme Court next considered competition law and Huawei,
holding as follows. First, seeking a prohibitory injunction without
notice/consultation is an abuse of dominant position (assuming dominance). *
Second, the nature of the notice/consultation required depends on the facts.*
Third, itis not UK practice to grant final injunctions unless a court is satisfied that a
patent is valid, infringed, and the court has determined a FRAND rate.® Fourth, it
would be surprising if the Huawei steps were expected by the CJEU to apply in all
cases, no matter what the legal and factual circumstances.*¢ (However, the curial
part of Huawei suggests it does apply in allinstances). Fifth, there is no requirement

% ibid.

27 This form of abuse was contended for in Optis v Apple [2021] EWHC 2564 (Pat).

28 §§105-127.

298106.

% ibid.

31 Emanuela Arezzo, ‘The “Non-Discrimination” Portion of the FRAND Obligation: An EU Perspective,’
Orizzonti del Diritto Commerciale (2021) Rivista on Line Dell Associazione ltaliana dei Professori
Universitari di Diritto Commerciale 517, 538.

82 TCL v Ericsson, 2017 WL 6611635 (CD CalDec 21,2017) and 2018 WL4488286 (CD Cal, September
14, 2018).

33Unwired Planet v Huawei [2020] UKSC 37, [2021] ALLER 1141 [150], citing Huawei, [60].

% ibid [151].

6 ibid.

%6 ibid [152].
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that an implementer offer terms which coincide with those ultimately determined
as FRAND by a court.*” Sixth, when it came to the scheme established by the CJEU
in Huawei, the UK Supreme Court observed as follows:

It prevents an organisation ... unwittingly using a SEP ... from being
ambushed by injunction proceedings ... [It] provides the SEP owner with a
route map which ... will ensure it can seek an injunction without risking
infringing [Art.102] ... [It] ... provides a number of points of reference to assist
in assessing ... whether each of the parties is willing to enter ... a [FRAND]
licence ... [I]t has sufficient flexibility ... to cater for ... inevitable variations.*®

It is worth also mentioning the Unwired Planet decisions before the High Court
(‘UPHC’)* and the Court of Appeal (‘UPCA’).“° In UPHC, Birss J’s conclusions
concerning Huawei v ZTE offer useful context to the decision of the UK Supreme
Court. Thus, Birss J, perhaps surprisingly, indicated that he was unpersuaded that
the CJEU in Huawei had sought to identify ‘a series of rigid predefined rules,
compliance with which is never abusive whereas deviation ... is always abusive ...
regardless of the circumstances’.*’ However it is, with respect, difficult to reconcile
this with the judgment in Huawei which, in the curial part, states, inter alia, that
‘Article 102 TFEU must be interpreted as meaning that the proprietor ... which has
given an irrevocable [FRAND] undertaking ... does not abuse its dominant
position’. ¥ Among the principles that Birss J identified in Huawei were the
following.*® First, that the CJEU has set out a scheme which both SEP owners and
implementers can be expected to follow in the context of a FRAND pledged patent
dispute. Second, that in stating that implementers and SEP owners must express
willingness to conclude a FRAND licence the CJEU is referring to willingness in
general terms. Arguably, AG Wathelet, in Huawei, comes closer to the truth as to
the nature of the willingness contemplated by the CJEU when he observed:*

50. ... [l]t seems to me that ... willingness on the part of the infringer to
negotiate in a ... vague ... non-binding fashion cannot ... be sufficient to limit
the SEP-holder’s right to ... [seek] a prohibitory injunction.

%7 ibid [158].

%8 ibid [157].

3912017] EWHC 2988 (Pat).

4012018] EWCA Civ 2344.

4112017] EWHC 2988 (Pat), §741.

42 [Emphasis added]

“Sibid [744].

44Case C-170/13 Huawei Technologies Co. Ltd v ZTE Corp, ZTE Deutschland GmbH [2015] 5 CMLR
14 (2015), Opinion of AG Wathelet §850, 88.
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88. ...[The alleged infringer] must respond in a diligent and serious manner
to the offer made ... If it does not accept that offer, it must promptly submit
to the SEP-holder ... areasonable counteroffer ... [T]he bringing of an action

for a prohibitory injunction would not constitute an abuse of a dominant
position if the infringer’s conduct were purely tactical and/or dilatory and/or
not serious.

In a position which is arguably difficult to reconcile with his observation that he was
not persuaded that the CJEU in Huawei sought to establish a series of rigid
predefined rules, compliance with which is never abusive, Birss J stated as
follows:*® First, that if the SEP owner complies with the scheme prior to starting a
claim for infringement ... bringing such a claim will not be abusive. Second, that in
the circumstances contemplated by the CJEU, bringing a claim for infringement of
an SEP which includes a claim for an injunction without prior notice of any kind will
necessarily be an abuse of a dominant position. This seems an attempt to
distinguish Huawei on the facts, an approach which arguably ignores the general
nature of the reformulated first question that the CJEU puts to itself at para 4 and its
answer at para 77.

Continuing with his iteration of the principles that he gleaned from the decision of
the CJEU in Huawei, Birss J observes that:

[B]ringing a claim for infringement which includes a claim for an injunction
even with sufficient notice is capable of being an abuse of dominant position
... However the judgment does not hold that if the circumstances diverge
from the scheme set out in any way then a patentee will necessarily abuse
their dominant position ... by starting such a claim. In those circumstances
the patentee’s conduct may or may not be abusive. The scheme sets out a
standard of behaviour against which ... parties’ behaviour can be measured
to decide in all the circumstances if an abuse has taken place.*®

Again, it is, it is submitted, difficult to reconcile this with the wording of the CJEU’s
judgment in Huawei. As to the decision of the Court of Appeal in Unwired Planet,*’
it is the observations of Kitchin LJ that have perhaps received the most attention
concerning the nature of the FRAND undertaking and the obligations of
implementers, viz. that ‘any implementer must be able to secure a [FRAND] ...
licence ... under all the SEPs it needs to produce and market its products which

45[2017] EWHC 2988 (Pat), [744].
% ibid.
47[2018] EWCA Civ 2344.
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meet the standard’. *® Presumably Kitchin LJ means to refer in this regard to
declared essential patents. A FRAND undertaking, unless it expressly stated
otherwise, could not extend to undeclared patents, even if essential.*® Kitchin LJ

continued:

[Jlust as implementers need protection, so too do [SEP owners] ... They are
entitled to an appropriate reward for [their industry] ... It is therefore
important that implementers engage constructively in any FRAND
negotiation and, where necessary, agree to submit to the outcome of an
appropriate FRAND determination.*

In Optis v Apple,® Optis claimed that the last-quoted sentence means that two
cumulative obligations arise for implementers: to negotiate constructively and to
accept the FRAND determination. Meade J considered Optis’ arguments to be
overdone; to his mind, Kitchin LJ was reviewing general policy, was not formulating
specific rules, and was not deciding how the balance to which he refers should find
expression in the particular interpretation of Clause 6.1. In addition, the same
ground of policy was in any event covered in the UK Supreme Court decision in
Unwired Planet.®? From an English-law perspective, the last-mentioned point is
determinative. To an EU member state court, the observations of AG Wathelet might
seem more pertinent.

Conversant Wireless Licensing v Huawei (2018)%

Here, Conversant had engaged in negotiations with Huawei and ZTE, claimed to
have made a number of global licence offers, and accused the defendants of a
‘hold-out’ strategy.* Huawei and ZTE contended that Conversant’s patents were
non-essential/ invalid.®® They also challenged the English courts’ jurisdiction. The
High Court (Carr J) decided that Conversant’s infringement claim was justiciable in
England and that England was the forum conveniens. Carr J found ‘simple ... and ...
compelling’®® Birss J’s observation in Unwired Planet that ‘[i]f a worldwide licence is

“8ibid §53.

4 Anne Layne-Farrar, ‘Moving Past the SEP Rand Obsession: Some Thoughts on the Economic
Implications of Unilateral Commitments and the Complexities of Patent Licencing’ (2014) 21(4)
George Mason Law Review 1093, 1101-1102.

50[2018] EWCA Civ 2344, [54].

5112021] EWHC 2564 (Pat).

52 ibid [113].

%3[2018] EWHC 808, [2018] RPC 16.

4 ibid [5], [8].

%5 ibid [6].

%6 ibid [18].
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FRAND then requiring Huawei to take and pay for one would not amount to
determining questions of validity in relation to which courts of other member states
have exclusive jurisdiction.’®” There is some concern as to the ability of English

courts to set a global FRAND licensing rate.%® Although their approach reduces
global licensing transaction costs (because English courts are offering a potential
‘one-stop, global licensing shop’) ‘it also increases information asymmetry with
respect to extraterritorial SEPs’.%® Contreras points to other potential dangers, e.g.,
‘national desires to attract [court] business’®® and too-early litigation (with parties
seeking to obtain ‘“first strike” advantages’®' by suing in a preferred venue).®?

Conversant Wireless Licensing v Huawei (2019)%

CarrJ’sdecisionin Conversant was appealed unsuccessfully to the Court of Appeal.
There, only the forum conveniens ground was in issue. Floyd LJ observed, inter alia,
that before an English court can decide on forum conveniens, a question arises as
to how the dispute is to be characterised.® He then analysed how the Court of
Appeal in Unwired Planet (in which forum conveniens went unraised) treated
dispute characterisation, observing as follows.®°

First, there is no such thing as a global portfolio right; a UK court will only determine
disputes concerning infringement and validity of UK patents or European patents
designating the UK; and if a UK patentis found valid and infringed the relief ordered
will relate only to acts of infringement of those patents within the UK. Even so, itis
submitted, the risk of a potential global ‘race to the bottom’®® in FRAND disputes ‘in
which legal rules are progressively diluted in an effort to attract litigation’®” perhaps

57 Unwired Planet v Huawei [2017] EWHC 711 (Pat) [567].

%8 See for example, Roya Ghafele ‘Global Licensing on FRAND Terms in Light of Unwired Planet v.
Huawei’ (2020) 24(2) UCLA Journal of Law and Technology 1.

9 ibid 1.

%0 Jorge Contreras, ‘The New Extraterritoriality: FRAND Royalties, Anti-Suit Injunctions and the Global
Race to the Bottom in Disputes over Standards-Essential Patents’ (2019) 25(2) Boston University
Journal of Science and Technology Law 251, 290.

& ibid.

62 ibid.

63[2019] EWCA Civ 38, [2019] RPC 6.

4 ibid [95].

% ibid [98].

% Jorge Contreras, ‘The New Extraterritoriality: FRAND Royalties, Anti-Suit Injunctions and the Global
Race to the Bottom in Disputes over Standards-Essential Patents’ (2019) 25(2) Boston University
Journal of Science and Technology Law 251, 282.

7 ibid.
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inevitably presents when multiple national courts are active in a commercially
important area.

Second, the territorial nature of patent rights falls to be compared with the position
in relation to the FRAND undertaking given to ETSI: the undertaking, like the
standard to which it relates, is of international effect. Arguably the only practicable
solution to this ‘inherent tension’ ® is that FRAND rates would be set by an
international court, e.g., the Unified Patent Court. ® Third, it was necessary to
protect SEP owners from the need to negotiate patent licences on a per-country
basis. This is logic that ‘makes sense at first glance — maybe also at second
glance’.”® However, other national courts have been hesitant to follow the UK’s
approach and the CJEU has yet to decide matters.”” Fourth, it is possible that a
global licence could be FRAND. This was a response to Huawei’s contention that
imposition of a global licence by a national court (by reference to a national finding
of infringement) is wrong. However, it does not answer the question as to which
court is best placed to decide global FRAND issues. And, although decisive for
English-law purposes, it does not mean the points Huawei raised have gone away.
What it does show is the extent to which courts consider whether an SEP licensing
offer complies with FRAND is a contract law matter.’? Fifth and sixth:

v) Where a [SEP owner] ... brings proceedings for infringement against an
implementer in one jurisdiction in respect of the SEPs which it owns there
and makes good its case, two outcomes might follow. First, if the evidence
establishes that a willing licensor and a willing licensee in the position of the
parties would agree a FRAND licence [and] ... [a] the [SEP owner] ... refuses
to offer it ... no injunction should be granted ... [b] on the other hand, the
implementer refuses to enter into the FRAND licence ... the [SEP owner] ...
can properly seek an injunction ... Secondly ... if the evidence establishes
that a willing licensor and a willing licensee in the position of the parties
would agree a global FRAND licence, that such a licence would conform to
industry practice and that it would not be discriminatory but [a] the SEP
owner ... refuses to grant [it] ... it should be denied an injunction ... [b] the

% Roya Ghafele, ‘Global Licensing on FRAND Terms in Light of Unwired Planetv. Huawei’ (2020) 24(2)
UCLA Journal of Law and Technology 1, 1.

% ibid.

70 Stefanie Krome, ‘Global FRAND-Licensing by EU National Courts: The Winner Asks Them All? - On
Global SEP Disputes and International Jurisdiction’ (2023) 7(1) Market and Competition Law Review
77,79.

" ibid 79.

72 )G Sidak, ‘Why Unwired Planet Might Revolutionize the Resolution of FRAND Licensing Disputes’
(2018) 3 Criterion Journal on Innovation 601, 669.

65
(2025) Irish Judicial Studies Journal Vol 9(1)



Irish Judicial Studies Journal !

implementer were to refuse to enterinto such a licence then the SEP owner ...
should be entitled to an injunction ...

vi) Were the position otherwise ... the SEP owner ... would be required to
bring proceedings in every jurisdiction in which ... rights subsist, which might
be prohibitively expensive for it to do.”®

These last points go back to the third point, viz. that a global licensing mechanism
is necessary to protect SEP owners from having to negotiate patent licences on a
country-by-country basis. It also points to the truism that some court may need to
decide on some SEP/FRAND issues.

Vestel v Access Advance and Philips™

Here, the International Telecommunications Union required that patentees who
declared SEPs to a standard should issue a FRAND undertaking. The claimants
accepted they needed a licence from the defendant US company, to sell televisions
inthe UK. As Access Advance and Philips were outside the UK, the High Court stated
that it did not have jurisdiction to hear the claim. On appeal, Vestel dropped its
dominant position claim against the respondents, reframing its claim for a
declaration of FRAND terms as a claim for a declaration of non-liability for
infringement of UK SEPs. Vestel’s appeal was unsuccessful. Birss LJ observed that:
there is no freestanding FRAND claim; the legal basis for the FRAND obligation on
which courts are asked to adjudicate needs to be identified; and it was hard to know
how to decide whether the declarations sought could serve a purpose.’ Vestel is
perhaps best seen as a case in which the appellant sought to go beyond the reach
of a FRAND claim, with no FRAND declaration issuing where a party cannot show,
e.g., byreference to a competition/contract/patent law thatitis entitled to a FRAND
licence.

Optis v Apple (2021)7¢

Optis sought to restrain Apple from infringing Optis’ SEP. Apple gave a
‘convoluted’”” undertaking that if found to have infringed a valid, essential patent, it
would take the licence which a court later determined FRAND, unless its

7312019] EWCA Civ 38, [2019] RPC 6, [98].
7412021] EWCA Civ 440, [2021] 4 WLR 60.

75 ibid [11]-[13], [44]-[48], [72], [78]-[79] (Birss LJ).
76[2021] EWHC 2564 (Pat).

77 ibid [21].
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FRAND OR Foe? Competition Law Vs Patent Law, FRAND
Obligations Vs Injunctive Relief - Part 2

Max Barrett*

Abstract: This article continues the exploration of the interaction between
competition law and patent law in the field of standard-essential patents (SEPs)
pledged on fair, reasonable, and non-discriminatory (FRAND) terms. Building on
Part I, which addressed the Samsung, Motorola, and Huawei v ZTE decisions, this
second part focuses on post-Huawei jurisprudence of the English superior courts,
most notably the Unwired Planet and subsequent SEP licensing disputes. The
analysis traces how English courts have interpreted the contractual and
competition law dimensions of FRAND undertakings, including the scope of non-
discrimination, the willingness obligations on implementers, and the limits of
injunctive relief. Particular attention is paid to whether the ‘dance steps’outlined by
the Court of Justice in Huawei constitute mandatory rules or flexible guidelines; how
courts have approached the jurisdictional challenges posed by global licensing; and
whether national courts are appropriately positioned as de facto pricing authorities
in the absence of a supranational regime. The article also considers the tension
between intellectual property rights and competition law, assessing whether
FRAND undertakings operate as a form of compulsory licensing, and whether
restructuring or tactical litigation strategies can undermine the FRAND regime.
While English courts have sought pragmatic solutions, their reasoning sometimes
diverges from Huawei and raises uncertainty as to the balance between rewarding
innovation and preventing anti-competitive conduct. The article concludes by
calling for greater clarity at the EU level, potentially through the Court of Justice or
an international tribunal, to ensure that FRAND licensing preserves both innovation
incentives and fair competition.

Keywords: FRAND licensing; Standard-essential patents (SEPs); Competition law;
Injunctive relief; Injunctive relief.

Introduction

This is the second of two articles in which | consider the interaction of competition
law and patent law and the obtaining of injunctive relief in the context of FRAND-
pledged standard essential patents (SEPs). In my last article (see (2024) 8(1) 1JSJ 64)

* Judge of the High Court. This article is written in a personal capacity. | am grateful to Ms Hodel
Herlihy, BL, for her comments on an earlier draft of this article. All views expressed are personal to
me. The responsibility for any (if any) errors in the text is mine alone.
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| focused on (i) the European Commission’s decisions in the Samsung' and
Motorola? cases, and (ii) the decision of the Court of Justice in Huawei vZTE.® In this

article | focus on post-Huawei decisions of the English superior courts (most
notably, the Unwired Planet cases). The borderland between competition law and
patent law is an area of the law which has developed an intimidating jargon and an
array of acronyms; the reader will find a glossary of acronyms to the rear of this
article.

Samsung Electronics v Ericsson (2016)*

Here, Samsung appealed a High Court decision dismissing its competition law
defence in a patent infringement claim by Unwired Planet. The defence focused on
transactions by which Unwired Planet acquired title to the allegedly infringed
patents. Samsung contended there had been a failure to transfer a prior FRAND
undertaking by Ericsson, making the agreements void under Art.101 TFEU. On
appeal, Kitchin L) made various notable observations. These are set out below with
some further commentary. First, a patent obtains SEP status in return for the
proprietor’s irrevocable FRAND undertaking. > (By way of comment, FRAND
undertakings are nowadays given to standard-setting organisations. Amid all the
discussion of Huawei, etc., it can be forgotten that there is a tradition of FRAND
licensing that pre-dates standard-setting organisation FRAND undertakings and
remains ‘relevant to today’s discussion of FRAND requirements’).® Second, a
FRAND undertaking justifies imposing an obligation on a SEP owner to comply with
same by not seeking a prohibitory injunction without alerting the implementer and,
if the implementer has expressed its willingness to conclude a FRAND licence,
presenting a specific, written offer for same.”’ (This does not clarify when a SEP
owner may seek to injunct an infringing implementer despite its FRAND
undertaking).® Third, to safeguard the effectiveness of a FRAND commitment, a SEP
owner must ensure the person to whom the SEP is transferred is bound thereby.®

"Samsung (Case AT.39939) [2014] OJ C 350/8.

2 Motorola (Case AT.39985) [2014] OJ C 344/6.

8 Case C-170/13 Huawei Technologies v ZTE Corp [2015] (ECLI:EU:C:2015:477)

4[2016] EWCA Civ 489, [2016]5 CMLR 11.

5[2016] EWCA Civ 489 [11] (echoing Case C-170/13 Huawei Technologies Co. Ltd v ZTE Corp., ZTE
Deutschland GmbH [2015] 5 CMLR 14, [51]).

6 Jorge Contreras, ‘A Brief History of Frand: Analyzing Current Debates in Standard Setting and
Antitrust through a Historical Lens’ (2015) 80(1) Antitrust Law Journal 39, 41

7[2016] EWCA Civ 489 [12] (echoing Huawei, [59]-[64]).

8 JG Sidak, ‘The Meaning of FRAND, Part Il: Injunctions’ (2015) 11(1) Journal of Competition Law and
Economics 201, 201.

°[2016] EWCA Civ 489, [2016] [13].
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(This principle was included because FRAND pledges are intended ‘to assure the

market ... [not] specific firms’.’ Such assurance would diminish if pledges did not
apply to transferees).

Fourth, a non-ETSI member is as constrained by its FRAND undertaking as a
member.™ (In the US, in Microsoft Corp v Motorola Inc,'? it was contended that
Microsoft’s rights as third-party beneficiary were conditional on its applying for and
negotiating a RAND (reasonable and non-discriminatory) licence. This was rejected
by reference to applicable standard-setting organisation policies. It seems in any
event impracticable, as (1) requiring potential implementers to negotiate a RAND
licence could ‘slow innovation’, ' (2) the notion of applying for a licence is
‘problematic’' pointing to a contra-FRAND undertaking potential for licence refusal,
(3) if implementers had to apply for and negotiate a RAND licence before a SEP-
holder had an obligation to license that would weaken the SEP contractual
structure). Fifth, if the original owner of a SEP licenses it to a first licensee it must
adopt non-discriminatory (‘ND’) terms when licensing it to a second licensee;
otherwise competition between the licensees is likely to be distorted. '® (This
position arguably takes the view that licensees are equals whereas in fact they may
be un-equals, as noted by Mellor J in Interdigital, as considered later below)."” Sixth,
if second SEP owners do not consider the licensing conduct of a first SEP owner,
SEP owners ‘could contract out [of the ‘ND’ element] ... of FRAND by transferring
their SEPs to new corporate entity shells, not bound by their original [FRAND
undertakings]’. '® (This suggests that corporate restructuring offers an avenue
whereby SEP owner obligations could be avoided).

Unwired Planet v Huawei (2017-2020)

In March 2014, Unwired Planet sued Huawei/Samsung/Google for patent
infringement. In 2017, Birss J, then in the High Court, granted an injunction to stop
UK infringement, with a proviso that the injunction would cease if the defendant

0 Jorge Contreras, ‘A Market Reliance Theory for FRAND Commitments and Other Patent Pledges’
(2015) 2 Utah Law Review 479, 482.

1[2016] EWCA Civ 489, [2016]5 CMLR 11 [38].

2864 F Supp 2d 1023 (WD Wash. 2012).

'8 Kassandra Maldonado, ‘Breaching RAND and Reaching for Reasonable: Microsoft v Motorola and
Standard-Essential Patent Litigation’ (2014) 29 Berkeley Technology Law Journal 419, 434.

"ibid.

Sibid.

6[2016] EWCA Civ 489, [2016]5 CMLR 11 [45].

7[2023] EWHC 1583 (Pat) [2023] RPC 13.[168(ii)].

8[2016] EWCA Civ 489, [2016]5 CMLR 11 [45].
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accepted a global FRANDL. Huawei’s later appeals were unsuccessful. (The
proceedings also involved an appeal in Conversant v Huawei.' There, Conversant
sued Huawei/ZTE seeking a FRAND declaration/determination). Challenges to the
English courts’ jurisdiction were dismissed by the High Court and eventually
appealed to the UK Supreme Court. The UK Supreme Court outlined ETSI’s IP rights
policy, then concluded with, inter alia, the following observations. 2°

First, that the contractual modifications to the general law of patents are designed
to achieve a fair balance between SEP owners and implementers. (This, it is
submitted, is a notably benign view of standard-setting organisations. In American
Society of Mechanical Engineers v Hydrolevel,?' the United States Supreme Court
held that a non-profit trade association which promulgated engineering/industry
codes could be liable for treble damages under antitrust law for antitrust violations
committed by agents with apparent authority). Second, the SEP owner’s
undertaking, which the implementer can enforce, is a contractual derogation from
a SEP owner’s general right to obtain an injunction. (There is a possible logical
problem with this approach in that, as Tochtermann states:

[T]lhe enforcement of a patent right by an SEP owner bound by a FRAND
declaration but unwilling to grant a license is not ... unjustified ... [in] patent
law but ... [as regards] contract law ... [it is] a violation of the undertaking to
refrain from obtaining an injunction).??

Third, obtaining undertakings from SEP owners will often occur when the relevant
standard is being devised and before anyone may know whether the patent in
question is essential and valid. (In practice, there may be good reason for this. The
‘typical firm’#®in a standard-setting organisation process owns SEP and non-SEP
patents. The non-SEP patents may be ‘supporting role patents’, ?* i.e.
complementary patents licensed with the SEP or ‘starring role patents’?® that cover
differentiating technology. Supporting/starring role patents are not typically bound
by FRAND commitments. By encouraging/facilitating over-declaration, standard-
setting organisations reduce the risk that non-FRAND-constrained essential

9[2019] EWCA Civ 38 [2019] RPC 6.

20 Unwired Planet v Huawei [2020] UKSC 37, [2021] ALLER 1141, [7].

21102 S Ct. 1935 (1982).

22 | ea Tochtermann, ‘The Fate of the ETSI FRAND Declaration in the Transfer of SEPs’ (2021) 16(2)
Journal of Intellectual Property Law and Practice 150, 159.

2 Anne Layne-Farrar, ‘Moving Past the SEP Rand Obsession: Some Thoughts on the Economic
Implications of Unilateral Commitments and the Complexities of Patent Licencing’ (2014) 21(4)
George Mason Law Review 1093, 1101.

% ibid.

% ibid 1102.
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patents would increase, increasing holdup risk).?® Fourth, ETSI’s IP rights policy
envisages that the SEP owner and implementer will negotiate a FRAND licence and
resolve disputes by agreement or via, e.g., national courts. (This is notable when it

comes to abuse of dominant position (‘fAODP’), as prevention of meaningful
negotiations may constitute AODP).?’

The United Kingdom Supreme Court also addresses the ‘ND’ (non-discriminatory)
limb of ‘FRAND’.?® Huawei canvassed for ‘hard-edged’ ND whereby ND is treated
discretely.?® The UK Supreme Court held ‘FRAND’ to be ‘soft-edged’ (part of a single,
unitary obligation to license on FRAND terms).* This soft-edged approach arguably
deprives ND of its true significance, though the hard-edged approach might
threaten innovation. Separately, Arezzo has canvassed for a ‘third way’, the
elements of which are as follows: ‘[A]nalyse whether[i] the supposed discriminated
implementer is similarly situated to others ... [ii] the SEP holder is treating the
implementers differently; and [iii] there is ... objective justification for the different
treatment.’”®

It remains to be seen which approach to ND will find favour with the CJEU. There are
at least two US federal court decisions in which the hard-edged approach was
favoured.®2 The UK Supreme Court next considered competition law and Huawei,
holding as follows. First, seeking a prohibitory injunction without
notice/consultation is an abuse of dominant position (assuming dominance). *
Second, the nature of the notice/consultation required depends on the facts.*
Third, itis not UK practice to grant final injunctions unless a court is satisfied that a
patent is valid, infringed, and the court has determined a FRAND rate.® Fourth, it
would be surprising if the Huawei steps were expected by the CJEU to apply in all
cases, no matter what the legal and factual circumstances.*¢ (However, the curial
part of Huawei suggests it does apply in allinstances). Fifth, there is no requirement

% ibid.

27 This form of abuse was contended for in Optis v Apple [2021] EWHC 2564 (Pat).

28 §§105-127.

298106.

% ibid.

31 Emanuela Arezzo, ‘The “Non-Discrimination” Portion of the FRAND Obligation: An EU Perspective,’
Orizzonti del Diritto Commerciale (2021) Rivista on Line Dell Associazione ltaliana dei Professori
Universitari di Diritto Commerciale 517, 538.

82 TCL v Ericsson, 2017 WL 6611635 (CD CalDec 21,2017) and 2018 WL4488286 (CD Cal, September
14, 2018).

33Unwired Planet v Huawei [2020] UKSC 37, [2021] ALLER 1141 [150], citing Huawei, [60].

% ibid [151].

6 ibid.

%6 ibid [152].
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that an implementer offer terms which coincide with those ultimately determined
as FRAND by a court.*” Sixth, when it came to the scheme established by the CJEU
in Huawei, the UK Supreme Court observed as follows:

It prevents an organisation ... unwittingly using a SEP ... from being
ambushed by injunction proceedings ... [It] provides the SEP owner with a
route map which ... will ensure it can seek an injunction without risking
infringing [Art.102] ... [It] ... provides a number of points of reference to assist
in assessing ... whether each of the parties is willing to enter ... a [FRAND]
licence ... [I]t has sufficient flexibility ... to cater for ... inevitable variations.*®

It is worth also mentioning the Unwired Planet decisions before the High Court
(‘UPHC’)* and the Court of Appeal (‘UPCA’).“° In UPHC, Birss J’s conclusions
concerning Huawei v ZTE offer useful context to the decision of the UK Supreme
Court. Thus, Birss J, perhaps surprisingly, indicated that he was unpersuaded that
the CJEU in Huawei had sought to identify ‘a series of rigid predefined rules,
compliance with which is never abusive whereas deviation ... is always abusive ...
regardless of the circumstances’.*’ However it is, with respect, difficult to reconcile
this with the judgment in Huawei which, in the curial part, states, inter alia, that
‘Article 102 TFEU must be interpreted as meaning that the proprietor ... which has
given an irrevocable [FRAND] undertaking ... does not abuse its dominant
position’. ¥ Among the principles that Birss J identified in Huawei were the
following.*® First, that the CJEU has set out a scheme which both SEP owners and
implementers can be expected to follow in the context of a FRAND pledged patent
dispute. Second, that in stating that implementers and SEP owners must express
willingness to conclude a FRAND licence the CJEU is referring to willingness in
general terms. Arguably, AG Wathelet, in Huawei, comes closer to the truth as to
the nature of the willingness contemplated by the CJEU when he observed:*

50. ... [l]t seems to me that ... willingness on the part of the infringer to
negotiate in a ... vague ... non-binding fashion cannot ... be sufficient to limit
the SEP-holder’s right to ... [seek] a prohibitory injunction.

%7 ibid [158].

%8 ibid [157].

3912017] EWHC 2988 (Pat).

4012018] EWCA Civ 2344.

4112017] EWHC 2988 (Pat), §741.

42 [Emphasis added]

“Sibid [744].

44Case C-170/13 Huawei Technologies Co. Ltd v ZTE Corp, ZTE Deutschland GmbH [2015] 5 CMLR
14 (2015), Opinion of AG Wathelet §850, 88.
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implementer were to refuse to enterinto such a licence then the SEP owner ...
should be entitled to an injunction ...

vi) Were the position otherwise ... the SEP owner ... would be required to
bring proceedings in every jurisdiction in which ... rights subsist, which might
be prohibitively expensive for it to do.”®

These last points go back to the third point, viz. that a global licensing mechanism
is necessary to protect SEP owners from having to negotiate patent licences on a
country-by-country basis. It also points to the truism that some court may need to
decide on some SEP/FRAND issues.

Vestel v Access Advance and Philips™

Here, the International Telecommunications Union required that patentees who
declared SEPs to a standard should issue a FRAND undertaking. The claimants
accepted they needed a licence from the defendant US company, to sell televisions
inthe UK. As Access Advance and Philips were outside the UK, the High Court stated
that it did not have jurisdiction to hear the claim. On appeal, Vestel dropped its
dominant position claim against the respondents, reframing its claim for a
declaration of FRAND terms as a claim for a declaration of non-liability for
infringement of UK SEPs. Vestel’s appeal was unsuccessful. Birss LJ observed that:
there is no freestanding FRAND claim; the legal basis for the FRAND obligation on
which courts are asked to adjudicate needs to be identified; and it was hard to know
how to decide whether the declarations sought could serve a purpose.’ Vestel is
perhaps best seen as a case in which the appellant sought to go beyond the reach
of a FRAND claim, with no FRAND declaration issuing where a party cannot show,
e.g., byreference to a competition/contract/patent law thatitis entitled to a FRAND
licence.

Optis v Apple (2021)7¢

Optis sought to restrain Apple from infringing Optis’ SEP. Apple gave a
‘convoluted’”” undertaking that if found to have infringed a valid, essential patent, it
would take the licence which a court later determined FRAND, unless its

7312019] EWCA Civ 38, [2019] RPC 6, [98].
7412021] EWCA Civ 440, [2021] 4 WLR 60.

75 ibid [11]-[13], [44]-[48], [72], [78]-[79] (Birss LJ).
76[2021] EWHC 2564 (Pat).

77 ibid [21].

66
(2025) Irish Judicial Studies Journal Vol 9(1)



Irish Judicial Studies Journal !

undertaking was unnecessary/late.”® Among Meade J’s observations of interest are
the following: First, ‘{m]any implementers’”® disliked UPSC because it had the

result that they could be required to pay for use of equivalent technology globally or
submit to a UK injunction.® Meade J noted that this ‘overlooked the fact that a
licence set by the UK Court may include a mechanism to adjust for later events in
other jurisdictions’.®' With respect, this does not answer concerns as to national
courts setting global licences. The issue presenting was neatly captured in an
earlier time by Wilkey J in Laker Airways v Sabena,®? an antitrust case:

Despite the ... obligation of courts to apply international law and foster
comity, domestic courts do not sit as internationally constituted tribunals.
Domestic courts are created by national constitutions and statutes to
enforce primarily national laws ... [and] find it difficult neutrally to balance
competing foreign interests. When there is ... doubt, national interests will
tend to be favored.®

Consistentwith this and given the commercial significance of FRAND-pledged SEPs,
absence of international regulation has arguably created a ‘scramble of powers’®
regarding FRAND disputes). Second, ‘the parties in [Optis] agreed that when
deciding FRAND rates a UK court does not simply award the SEP owner’s offer if
within the FRAND range. [Rather it interrogates matters, then sets the rate]’.®®
Arguably, this ignores the concern that a FRAND commitment is of limited value
absent ‘objective benchmarks’.® That said, there is a school of thought that there
are objective models for determining the FRAND range.®” Third, ‘setting FRAND
terms is part of the remedies for UK patent infringement, ... not the subject of a
freestanding claim. The SEP owner needs to establish infringement so as to move
to the assessment of remedies.’® This seems but a reiteration of the position post-
Vestel. Fourth, as regards Apple’s suggestion that the injunction proceedings
should not proceed ahead of the infringement proceedings, Meade J held the gap

7 ibid [21], [23].

9 ibid [38].

8 ibid.

8 ibid.

82731 F 2d 909 (DC Cir 1984).

8 ibid 951.

84 King Fung Tsang and Jyh-An Lee, ‘The Ping-Pong Olympics of Antisuit Injunction in FRAND Litigation’
(2022) 28(2) Michigan Technology Law Review 305, 327.

812021] EWHC 2564 (Pat) [40].

8 Daniel Swanson and William Baumol, ‘Reasonable and Non-Discriminatory Royalties, Standards
Selection, and Control of Market Power’ (2005) 73(1) Antitrust Law Journal 1, 5.

8 ibid.

812021] EWHC 2564 (Pat) [43].
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‘Those Bloody Books’: Are Classifications of Mental Disorders
a Help or a Hindrance?

Keith Rix*

Abstract: Psychiatrists and psychologists providing expert evidence to courts and
tribunals often rely on the Diagnostic and Statistical Manual of the American
Psychiatric Association and the section on mental disorders in the World Health
Organization’s International Classification of Injuries, Diseases and Causes of
Death. This article describes and explains the difficulties that arise when such
evidence is admitted, identifying the considerations which should be applied in
deciding the weight to give to such evidence and it suggests an approach to be taken
when experts propose to rely on such evidence.

Keywords: Classification; Diagnosis; Expert evidence; Mental disorder

‘[AJWL our diagnostic terms are simply concepts and all our definitions more or less
arbitrary and ... there is nothing God-given or immutable about the categories and
definitions of (the) official nosology.’’

‘[P]sychiatry is not a science which unwaveringly yields precise and unassailable
diagnoses.’?

Introduction

Nosology isthe science of classifying diseases. Arguing against authoritative
nosologies, specifically the Diagnostic and Statistical Manual of the American
Psychiatric Association (DSM) and the mental disorders section in the World Health
Organization’s (WHO) International Classification of Injuries, Diseases and Causes
of Death (ICD), Markon asked: are such nosologies helpful or harmful to the

* Keith Rix, BMedBiol, MPhil, LLM, MD, FRCPsych is a Door Tenant, The Chambers of Mark Love, 2 Dr
Johnson’s Buildings, Inner Temple; Visiting Professor of Medical Jurisprudence, University of
Chester; Honorary Associate Professor, Norwich Medical School, University of East Anglia; a retired
forensic psychiatrist; and a co-editor of Rix’s Expert Psychiatric Evidence (Cambridge University
Press). He has been awarded honorary fellowships of the Faculty of Forensic and Legal Medicine of
the Royal College of Physicians (London) and the Expert Witness Institute. This article is based on a
seminar ‘Benefits and Limitations of Expert Psychiatric Evidence’ delivered to the Judicial College of
Northern Ireland on 12 March 2017.

' Robert Kendell, ‘Relationship between the DSM-IV and the ICD-10’ (1991) 100(3) Journal of
Abnormal Psychology 297.
2The People (DPP) v Abdi [2022] IESC 24.
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undertaking was unnecessary/late.”® Among Meade J’s observations of interest are
the following: First, ‘{m]any implementers’”® disliked UPSC because it had the

result that they could be required to pay for use of equivalent technology globally or
submit to a UK injunction.® Meade J noted that this ‘overlooked the fact that a
licence set by the UK Court may include a mechanism to adjust for later events in
other jurisdictions’.®' With respect, this does not answer concerns as to national
courts setting global licences. The issue presenting was neatly captured in an
earlier time by Wilkey J in Laker Airways v Sabena,®? an antitrust case:

Despite the ... obligation of courts to apply international law and foster
comity, domestic courts do not sit as internationally constituted tribunals.
Domestic courts are created by national constitutions and statutes to
enforce primarily national laws ... [and] find it difficult neutrally to balance
competing foreign interests. When there is ... doubt, national interests will
tend to be favored.®

Consistentwith this and given the commercial significance of FRAND-pledged SEPs,
absence of international regulation has arguably created a ‘scramble of powers’®
regarding FRAND disputes). Second, ‘the parties in [Optis] agreed that when
deciding FRAND rates a UK court does not simply award the SEP owner’s offer if
within the FRAND range. [Rather it interrogates matters, then sets the rate]’.®®
Arguably, this ignores the concern that a FRAND commitment is of limited value
absent ‘objective benchmarks’.® That said, there is a school of thought that there
are objective models for determining the FRAND range.®” Third, ‘setting FRAND
terms is part of the remedies for UK patent infringement, ... not the subject of a
freestanding claim. The SEP owner needs to establish infringement so as to move
to the assessment of remedies.’® This seems but a reiteration of the position post-
Vestel. Fourth, as regards Apple’s suggestion that the injunction proceedings
should not proceed ahead of the infringement proceedings, Meade J held the gap

7 ibid [21], [23].

9 ibid [38].

8 ibid.

8 ibid.

82731 F 2d 909 (DC Cir 1984).

8 ibid 951.

84 King Fung Tsang and Jyh-An Lee, ‘The Ping-Pong Olympics of Antisuit Injunction in FRAND Litigation’
(2022) 28(2) Michigan Technology Law Review 305, 327.

812021] EWHC 2564 (Pat) [40].

8 Daniel Swanson and William Baumol, ‘Reasonable and Non-Discriminatory Royalties, Standards
Selection, and Control of Market Power’ (2005) 73(1) Antitrust Law Journal 1, 5.
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812021] EWHC 2564 (Pat) [43].
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between them was ‘happenstance’.® Fifth, as regards the UK Supreme Court’s
observation (in Unwired Planet) that in the UK it is not the practice to grant a final

injunction unless the court is satisfied the patent is valid and infringed, and it has
determined a FRAND rate, Meade J concluded that the UK Supreme Court was
merely making a general point that national courts would vary in how soon they
considered FRAND [quaere whether this was so]; hence the nature of the
consultation under Huawei had to be assessed flexibly. The fourth and fifth points,
itis submitted, comprise a pragmatic application of the legal position post-Vestel.
Sixth, as to the proper interpretation of clause 6.1 of ETSI’s IP rights policy, Meade J
held:

[T]he right interpretation of clause 6.1 is that any person interested in
implementing an ETSI standard must be entitled to have a licence on FRAND
terms on demand to a patentee which has given the relevant undertaking ...
Clause 6.1. does not change the position that a party without a licence may
potentially be injuncted ... [It] is not ... the intention of clause 6.1 for a party
using the technology of a SEP to have the benefit of the patentee’s FRAND
undertaking in terms of immunity from being sued, without the
corresponding burden of taking a licence.®®

This seems a notable reading of clause 6.1, which provides:

When an ESSENTIAL IPR relating to a particular STANDARD or TECHNICAL
SPECIFICATION is brought to the attention of ETSI, the Director-General of
ETSI shall immediately request the owner to give within three months an
irrevocable undertaking in writing that it is prepared to grant irrevocable
licences on fair, reasonable and non-discriminatory (‘FRAND’) terms and
conditions under such IPR ...

There is no mention in clause 6.1 of obtaining a licence on FRAND terms upon
demand. Moreover, under Huawei, (i) the implementer must express willingness to
conclude a FRAND licence as part of its ‘demand’, (ii) there can be arange of FRAND
terms and the terms of the licence will almost inevitably be subject to negotiation
post-‘demand’, (iii) itis not the taking of a licence but the good faith implementation
of the Huawei steps that leads not to immunity from suit but immunity as regards
seeking injunctive relief regarding ongoing transgressions. Also, not to be forgotten
is the second limb of Huawei which provides that Art.102 TFEU does not prohibit
seeking relief for past infringement.] Seventh, as to when an implementer must

8 ibid [51].
% ibid [278]-[279].
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commit to taking a licence, Meade J considered the obligation arises when
infringement is established. °" (Quaere whether this is correct under Huawei.

Infringement can only conclusively be established by a court; and itis clear from the
sequencing contemplated in Huaweij that an implementer would be free to bring an
injunction application if the implementer, after being alerted as to alleged
infringement by the SEP-holder did not express its willingness to conclude a
licensing agreement on FRAND terms).

Eighth, Meade J did not accept that if an implementer failed to commit at the
relevant time, it permanently lost its right to a FRAND licence.®? (What Meade J
appears to be suggesting is that if an implementer proceeds other than in
accordance with Huawei and is the subject of an injunction application, it could,
perhaps post-injunction, transform its legal position by then expressing willingness
to conclude a FRAND licence. Quaere whether the CJEU had in mind that an
implementer could proceed otherwise than in accordance with Huawei, and
possibly in breach of its good faith obligation, yet acquire aright to a FRAND licence).

Meade J had to address two specific competition law issues: *® The first was
whether Apple’s/Optis’ hon-commitment/commitment to FRAND terms offered a
complete answer in competition law? Meade J did not accept that as long as Optis
committed to the court’s FRAND terms while Apple had not, there could be no
finding of abuse.® Meade J accepted it made sense that there could be an AODP
even where a SEP owner was willing to abide by a court’s decision. That said, under
Huaweli, seeking an injunction in circumstances where an SEP-holder had sought to
follow the process identified in Huawei and an implementer had not, could not in
itself be an AODP. The second competition law issue was whether it was the case
that AODP found at a later trial could lead only to damages? Meade J considered
that the effect of the UK Supreme Court decision in Unwired Planet was that
withholding an injunction could leave the SEP owner with an inadequate remedy,
and frustrate the hold-out prevention goal of the FRAND regime.®® There appears as
yet to be no CJEU case law on whether an AODP arising from or following non-
conformity with Huawei could lead only to damages. Meade J’s reasoning that the
full panoply of remedies should arise in respect of the AODP is (it is submitted)
convincing.

*1 ibid [295],[298].
%2 jbid [299]-[302].
% ibid [66] and [67].
% ibid [310]-[313].
% ibid [324].
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Optis v Apple (2023)°¢

Here, Marcus Smith J determined (i) the FRAND terms of a global licence for Apple’s
use of Optis’ SEPs and ordered an amount for pastinfringements, and (ii) that Apple
had not been excluded from the market or inhibited in its commercial activities,
Optis had not committed an AODP, and Optis’ contentions regarding Apple’s
conduct in negotiations was unfounded.

FRAND and Unfair Pricing

Marcus Smith J made a link between unfair pricing and what may be fair for FRAND
purposes. So, after numerous cases in which the contractual approach to FRAND
was ascendant, he seems to import a competition law dimension into FRAND/SEP
licensing. Quaere whether this is altogether welcome. First, insofar as the
consideration of unfair pricing is directed towards an appraisal of what is fair, it
appears to accord the ‘F’ of FRAND a significance it has not generally enjoyed.®
Second, Marcus Smith J suggests that ‘there is a very close alignment between a
price that exceeds FRAND and a price that infringes the Chapter Il prohibition.’®®
That seems close to stating that what is unfair pricing cannot be fair for FRAND
purposes. While this may be so as a matter of English law, it is not an approach yet
endorsed by the CJEU. Third, complicating matters is that it is clear from, e.g.,
United Brands v European Commission'® that in assessing pricing a court will look
to objective justification of pricing. Unfortunately, many principal methods of
objectively assessing pricing (see Diagram 1) are not especially useful in the IPR
domain. "

%12023] EWHC 1095 (Ch).

% ibid [434] et seq.

% On the possible unimportance of the ‘F’ in FRAND, see JG Sidak, ‘The Meaning of Frand, Part I:
Royalties’ (2013) 9(4) Journal of Competition Law and Economics 931, 968.

99 12023] EWHC 1095 (Ch) [439].

190 Case 27/76 [1978] ECR-00207.

01 Maurits Dolmans, ‘Standards for Standards’ (2002) 26(1) Fordham International Law Journal 163,
201.

70
(2025) Irish Judicial Studies Journal Vol 9(1)



Irish Judicial Studies Journal !

CosT-BASED PRICING MARKET-BASED PRICING
Problem: Difficult to calculate Problem: Because IPRs are unique such
historical cost of IPRs. comparison is difficult.

\)

SAME-FIRM PRICE COMPARISON PROFIT COMPARISON
Problem: Because IPRs are Problem: Difficult to calculate historical
unique such comparison is difficult. cost of IPRs and then compare
costs/process on competitive market and

Diagram 1: Challenges with Objective Pricing of IP rights %2

Non-Discrimination

Writing of the ‘ND’ limb of ‘FRAND’, Marcus Smith J observes:

[A] non-discriminatory rate is one that does not differentiate in a
discriminatory way between SEP Owners ... and Implementers ... But that
does not mean the same rate will always be ... non-discriminatory ...
Implementers ought to pay the same respecting all material differences; and
SEP Owners ought to be paid the same respecting all material differences.®

There are at least three schools of economic thought as to the normative meaning
of ‘ND’ in the FRAND context: ' (1) it imposes an obligation to license all
implementers; (2) it requires similarly situated licensees to be licensed similarly; (3)
it only applies when the SEP holder is vertically integrated and could employ
discriminatory licensing terms to distort downstream competition. Marcus Smith J
appears to have opted for the second meaning coupled (it seems) with arecognition
that this is a normative rule and circumstances may yield differing interpretations.

Interdigital v Lenovo (2023)'%°

This litigation involved a dispute between InterDigital and Lenovo as to the terms on
which Lenovo should take a FRAND licence of InterDigital’s SEPs. Mellor J made
numerous observations of interest that are considered below.

First, that ‘this sort of FRAND case is not well suited to adversarial litigation because
there is ... very little, if any, exploration of the middle ground ... [whereas a court] is

102 jbid 200-204.

103 [2023] EWHC 1095 (Ch) [429] (emphasis in original).

104 JG Sidak, ‘Fair and Unfair Discrimination in Royalties for Standard-Essential Patents Encumbered
by a FRAND or RAND Commitment’ (2017) 2 Criterion Journal on Innovation 301, 304.

105[2023] EWHC 1583 (Pat), [2023] RPC 13.
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likely to be ... more interested in the middle ground’.'% (Another feature occasioned,
it is submitted, by the fact that individual patents are asserted in adversarial
proceedings is that if the patent holder can prove the asserted patents are valid and

infringed, they are then ‘priced’' in the form of compensatory damages. As they
are public, such trials/pricing are the near-exclusive source of the law on patent
damages. But the focus of such trials on FRAND may lead to ‘uncertain, unreliable
and unjustifiable’ ' awards. Mellor J’s pragmatic preference for the ‘middle ground’
is perhaps suggestive of a process vulnerable to such weaknesses).

Second, turning to Optis, Mellor J was satisfied to adopt the following general
conclusions as regards clause 6.1 of ETSI’s IP rights policy. First, its interpretation
should not be done ‘exclusively or excessively’® through a UK prism.(As ETSI’s IP
rights policy is governed by French law,? it is not entirely clear what this means;
surely a French prism applies?) Second, implementer ‘hold-out’ is to be
deprecated.” (A question arises in the academic commentary whether ‘hold-out’
exists).!?

Third, any person seeking to implement an ETSI standard was entitled to have a
FRANDL ‘on demand’''®* to a FRAND-pledged patentee. (I have already considered
in the context of Optis why this is a challenging reading of Huawei).

Fourth, [a] the class of a FRAND undertaking’s beneficiaries is ‘very broad’ and [b]
an implementer is not entitled to the benefit of a FRAND undertaking without
accepting the licensing burden,'* and [c] it is not the case that if an implementer
fails to commit to take a FRANDL at the relevant time it permanently loses its right
to same.™"® (As to [b], the undertaking precedes seeking a licence. It is submitted
that it would be more correct to state (post-Huawei) that an implementer is entitled
to immunity from injunction where it has expressed a willingness to conclude a
licence and otherwise proceeded in accordance with the scheme contemplated by
Huawei. As to [c], this mirrors Meade J’s perhaps questionable observation to like

%% ibid [53].

97 Jonathan Putnam, ‘Economic Determinations in Frand Rate-Setting: A Guide for the Perplexed’
(2018) 41(4) Fordham International Law Journal 953, 955.

% ipid 956.

10912023] EWHC 1583 (Pat), [2023] RPC 13[184(i)].

110 See §12.

11112023] EWHC 1583 (Pat), [2023] RPC 13.[184(ii)].

12 Kalyan Dasgupta and David Teece, ‘Protecting Innovation in the Mobil Wireless Ecosystem:
Understanding and Addressing “Hold-Out”’ (2023) 38 Berkeley Technology LJ 313, 331.

11312023] EWHC 1583 (Pat) [2023] RPC 13 [184(iii)].

"4 ibid [184 iv].

"5 ibid [189].

72
(2025) Irish Judicial Studies Journal Vol 9(1)



Irish Judicial Studies Journal !

effect in Optis. Fifth, as regards holdup/holdout,’® every SEP licensing negotiation
involves some degree of holdup or holdout (and probably an element of both) for as
long as the two sides fail to reach agreement. However, the mere failure to reach

agreement does not necessarily mean one side or the other is to blame; there may
be genuine disagreement. ' (Quaere whether every SEP licensing negotiation
involves a degree of hold-up/hold-out, assuming both exist. Hold-up arises from an
SEP-holder’s potential breach of its FRAND undertaking; implementer infringement
is not a sine qua non of a FRAND negotiation process).

Sixth, under the heading ‘FRAND-General Principles’, Mellor J observes, inter alia,
as follows. First, a willing licensor and licensee would not find themselves in the
situation he had to consider.’® (Arguably a willing licensor and licensee could so
find themselves if they proved unable to agree, despite that willingness) as to what
constituted FRAND pricing).

Seventh, it remained possible to consider what a willing licensor/licensee would
agree in the situation confronting him.""® (Patentee willingness is not mentioned in
Huawei). Third, Mellor J accepted the view in Optis'* that, in English proceedings,
upon a finding that the implementer would be infringing a valid SEP in the absence
of a FRAND licence, the implementer must undertake there and then to take a
licence on FRAND terms. (I have questioned this aspect of Optis above). Fourth, as
more FRAND determinations are decided, the approaches taken in different
jurisdictions should converge/disappear.’ (Quaere whether this is wishful thinking,
not least as, outside of the UK and US, it may be that there is an ‘increasingly used
antitrust approach ... as to SEPs’ FRAND enforcement.’

Eighth, when it came to the nature of the willingness a prospective licensee must
manifest, Mellor J observed, that however unwilling an implementer may have been
in the past, the implementer retains the ability to change its position to that of an
unconditionally willing licensee. (Meade J makes much the same pointin Optis. For

16 ‘Hold-up’ is the practice whereby implementers of a standard meet with supra-competitive
royalty demands from an SEP owner. ‘Hold-out’ is the practice whereby a person implementing an
SEP seeks to delay taking an SEP licence so as to minimise or avoid paying FRAND royalties.

"7 ibid [278].

"8 ibid [428].

"9 ibid [429].

12012021] EWHC 2564 (Pat).

121 [2023] EWHC 1583 (Pat), [2023] RPC 13[438].

22 \Wenwei Guan, ‘Diversified FRAND Enforcement and TRIPS Integrity’ 17(1) World Trade Review
(January 2018) 91, 120.
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the reasons outlined in my consideration of Optis, | would respectfully query
whether this reasoning is consistent with Huawei).

Nokia v OnePlus (2023) '3

This judgment dealt with Oppo’s promise to take a FRAND licence based on terms
set by a Chinese court. The main question was whether Oppo’s promise to take a
licence meant it was licensed or entitled to a licence.

Was Oppo licensed?

Meade J dismissed this line of argument, observing:

Under Oppo’s approach, an implementer could put itself in a contractual
relationship with a [SEP owner] ... when they had had no previous
dealings ... .Everything about their relationship would be at large ... .It is not
an answer ... to say that the implementer couples its acceptance with an
agreement to have the terms determined by a court (of its choice) because
the court would be making an agreement for the parties, not deciding what
an agreement ... means, or filling in minor gaps.'*

It is submitted that it is challenging to reconcile this with Optis or Interdigital. In
those cases, it was intimated that a person interested in implementing a standard
would be entitled to a FRAND licence on demand. Such entitlement surely requires
some legal and/or equitable relationship between the parties. Moreover, everything
about that relationship (it is submitted) cannot properly be described as ‘at large’:
the licence will be on FRAND terms, and determinable by a court if the parties fail
to agree, the court giving informed effect to the FRAND undertaking.

Willingness

Meade J concluded: (1) Oppo was not a willing licensee. ‘Its willingness is qualified
because it insists on terms set in the Chongging proceedings’.'® (Looking for
infringer willingness is consistent with the CJEU’s decision in Huawei);'?¢ (2) Nokia
was a willing licensor because it made an unqualified commitment to offer and (if
Oppo wanted) to grant a licence on whatever terms the court decided.’? (Patentee
willingness goes unmentioned in Huawei).

123[2023] EWHC 1912 ((Pat).)
124 ipid [248].

125 hid [313].

126 ibid [77].

127 bid [314].
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Oppo submitted that Nokia’s seeking injunctive relief from the UK courts
notwithstanding Oppo’s unequivocal FRAND licence commitment on terms settled
in China, and whatever the outcome in China, was an abuse of a dominant position.
(It was assumed Nokia held such a position).’® Oppo asserted that a dominant

Abuse of a Dominant Position

undertaking had a special responsibility not to allow its conduct to impair genuine
undistorted competition on the common market and posited that abuse of a
dominant position is an objective concept relating to a dominant undertaking’s
behaviour.'®

Meade J agreed SEPs ‘can create a particular risk of abuse because their successful
assertion can shut a defendant out of a market.”’® (This may be true of SEPs that
are not FRAND-pledged; however, it is difficult to see it is true of FRAND-pledged
SEPs. It may also ultimately depend on how the FRAND-pledged SEP holder actually
behaves, e.g., if, despite its undertaking it engages in what seems the unlikely —and
arguably contra-Huawei — behaviour of rushing to court to seek an interim
injunction). Oppo raised various potential abuses of a dominant position: (i)
leveraging market power by threatening to exclude Oppo from the UK market, (ii)
negotiation disruption, (iii) seeking unfair advantage in rate-setting, (iv) seeking a
FRAND rate to be set by the English court, and (v) engaging in conduct capable of
restricting competition.™' Meade J rejected these contentions. Oppo would not be
excluded if it agreed to pay FRAND royalties.'? The allegation about disrupting
negotiations was not formally in play; however, past disruption could not in itself
prevent an injunction for the future.'® Rather than seeking unfair advantage, Nokia
had sought a decision from a court, just not Oppo’s preferred court.’* Oppo had
not indicated how the Chinese court would provide a better or better-informed
result than English courts.’® Nokia accepted the English court could take account
of any decision from China if that issued first.’*® Once a SEP owner commits to a
FRAND licence on court terms ‘its future conduct ... in relation to seeking an
injunction against an infringer who will not commit to take such a licence will not

28 ipid [315], [317].

129 Extracted from Interdigital v Lenovo [2023] EWHC 1583 (Pat), [2023] RPC 13 [318].
13012023] EWHC 1912 [Pat] [321].
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without more be an abuse of a dominant position’.’¥ That is not to say it would not
constitute such an abuse (the facts would decide); here, however, Oppo failed to
show anything that amounted to abuse.’®

Conclusions

In 2013, Commissioner Almunia, the then EU Commissioner for Competition, said:

| believe ... injunctions should not be available when there is a willing
licensee. Ideally, this principle should be implemented by the ... [standard-
setting organisations] themselves ... .[S]ince that is not happening, | am
willing to provide clarity to the market through competition enforcement.™°

What has followed since has arguably been a ‘retreat’'*° from this position, perhaps
allowing for a period of ‘FRAND laws evolving into perfection’. "' Thus, since
Samsung/Motorola/Rambus, the Commission appears not to have enforced
competition law vigorously in the FRAND/SEP context. More recently, former
Commissioner Vestager (a onetime EU Commissioner for Competition) has
suggested that ‘[t]he best way to solve ... issues [presenting in IP law] is sometimes
to change the regulations, not to apply the competition rules’.'*? Podszun suggests
this last remark signals ‘the retreat of the most important EU enforcement agency
in competition law from the battlefield’. ' In retreating as it has, if it has, the
Commission has arguably taken its lead from the CJEU which, in Huawei, (i)
refrained from ‘tough intervention’,' (ii) essentially declining, in a ‘conservative
judgment’, '*® to answer if, when, and on what terms access to SEPs would be

%7 ibid [337].
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granted under EU competition law, (iii) yielding the end-result that national courts
have now (in effect) become pricing authorities’.

If in Huawei, the CJEU cut with the sword of justice at the issues presenting before
it, other problems have since emerged Hydra-like in the form of the questions |
posed at the end of my previous article. Thanks to the judgments of the superior
courts of England and Wales that | have considered above, useful answers -
admittedly from a purely English-law perspective — have been provided as regards
many of those questions, as summarised in Diagram 2.
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1. ARE HUAWEI'S “DANCE STEPS”* MANDATORY? They are considered a useful approach, encouraging
good faith negotiations whereby FRAND undertakings are fulfilled and injunction-risk minimised.®

2. WHAT DOES FRAND REQUIRE? The UK Supreme Court in Huawei concludes that ‘ND’ is not hard-
edged. But issues remain e.g., does ND require end-manufacturers to license suppliers on a priority basis?¢
does a FRAND undertaking operate on a ‘license to all” basis or an ‘access for all” basis (access to standard
technologies but not a licence)?” does it suffice to engage end-manufacturers in licensing negotiations?®

3. DOES A FRAND UNDERTAKING CREATE A “DE FACTO COMPULSORY LICENSING SCHEME”?" Meade J
comes close to suggesting it does in Optis v Apple (2021). 6

4. WHAT DILIGENCE/PROMPTITUDE IS REQUIRED BY AN IMPLEMENTER IN RESPONDING TO SEP
OWNERS? Cases vary. In Sisvel v Haier (2020)," the Bundesgerichtshof indicated that ‘an implementer
who did not respond...for one year did not have [an] intention to obtain a licence.’!

5. DOES HUAWEI MERELY CREATE LIMITED POTENTIAL FOR COMPETITION LAW LIABILITY? Podszun
perhaps summarises matters best, describing Huawei as ‘a turning point in the clash of intellectual property
and competition law, the CJEU adopting ‘an approach that favors...negotiation” over the ‘more outspoken
stance of the...Commission’.!

6. DOES HUAWEIEXTEND TO NPES? ‘[T]he fact that the SPE/FRAND system is all about licensing...reduces
the weight of the practising/non practising [distinction]’,X i.e. all FRAND- pledged SEP owners are
committed to licensing.

7. CAN SEP OWNER’S SIDESTEP HUAWEI THROUGH RESTRUCTURING? Such machinations might be
counted against the relevant party when seeking injunctive (equitable) relief.

8. ARE INDUSTRY-STANDARD TERMS LIKELY FRAND? This is unanswered in the caselaw considered.

9. WHAT IS THE CJEU’S POSITION REGARDING THE EXISTENCE OF HOLDUP? In Huawei, at [38], the
CJEU refers to ‘hold-up’ and ‘reverse hold-up’ without caveat.

10. WHAT IF A SEP OWNER AND IMPLEMENTER MAKE FRAND OFFERS? This seems likely to be a factor
in deciding whether to grant an injunction.

11. HOW IS A COURT TO PROCEED WHEN AN IMPLEMENTER CLAIMS THAT A PATENT IS INVALID/ UN-
USED? The English courts have been willing (see Optis)* to consider FRAND disputes where, e.g., an
infringement allegation is being challenged.

12. IS AFRAND UNDERTAKING PURELY/FUNDAMENTALLY CONTRACTUAL? Tripathi arguably puts matters
best, stating that what ‘may seem...breach of contract issues...are...complicated: ...by the enforceability of
patent infringement through injunctions; and...the interference of competition law’.M

13. CAN A SEP OWNER REQUIRE AN IMPLEMENTER TO ENTER A PRE-OFFER NDA? Unanswered in the
caselaw considered. A SEPO would need to act in good faith if it wishes later to obtain (equitable)
injunctive relief.
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an initial (later withdrawn) reference. ® JPO, 30. ® JPO, 32. ¥ A Bharadwaj and S Jain, ‘A Comparative
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of World Intellectual Property 310, 318. €[2021] EWHC 2564, [6.1]1" BGH, KZR 36/17, Order of 5"
May 2020. " JPO, 10.’ Podszun, 786. ¥ P Picht, ‘German Law on Patent Injunctions: Legal Framework
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If Huawei was a conservative judgment, then the English courts can be seen, to use
a metaphor, to be ‘mopping up’ the floor established by Huawei, making clearer
what was less clear, sometimes providing gleaming answers, but always standing,
more or less, on the Huawei-constructed floor. Even so, neither Huawei nor the
English court decisions considered above fully address where the boundary
properly lies between the rights of SEP owners and would-be licensees so that IP
rights are optimally preserved and competition best protected. Arising from the
analysis in the preceding pages, the following points might perhaps be made.

First, EU (and perhaps UK) lawyers would likely benefit from a sequel to Huawei in
which the CJEU fully engages with if, when, and on what terms access to SEPs
would be granted under EU competition law, without leaving national courts in the
position of pricing authorities, a position for which they are arguably unsuited.
Second, although ‘IP rights are exceptions to the ... Western model of free
competition’' (rewarding innovation by conferring time-limited monopoly rights
instead of leaving an innovator to earn what profits it can from a free market), as the
General Court observes in Astrazeneca v. Commission: ‘[T]he existence of
remedies specific to the patent system is not capable of altering the conditions of
application of the prohibitions ... in competition law’.'*” A question arises whether
perhaps the CJEU in Huawei or the Commission more generally have heeded this
uncontroversial point sufficiently.

Third, although in Unwired Planet, the UK courts hit upon a gleaming answer as to
when a global FRAND licence might be set by a national court, there is (it is
submitted) something objectionable about a national court deciding on global-
scale pricing. The case for an international court to operate in this regard, perhaps
most logically, in Europe, the Unified Patent Court, seems logically unassailable.
Fourth, a number of instances have been highlighted above where the UK courts
appear to have departed from Huawei. However, it is not always clear whether the
departure is intentional. Moreover, EU-based lawyers watching on no longer have
the assurance that the UK courts (operating in a non-EU member state and with no
ongoing dialogue with the CJEU and no obligation to comply with CJEU judgments)
are or are not departing from EU law and charting courses that may in time prove
peculiar to English law.

46 Robin Jacob, ‘Competition Authorities Support Grasshoppers: Competition Law as a Threat to
Innovation’ (2013) 9(2) Competition Policy International 15, 15.
47 Case T-321/05 (ECLI:EU:T:2010:266), §366.
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Fifth, it strains credulity that there are no abuses of competition law arising in the
context of SEPs and FRAND licensing as operated in the EU at this time. Hence a
question must arise whether the best way to proceed as regards such abuses as

must surely be occurring is, to borrow from former Commissioner Vestager, ‘not to
apply the competition rules’.’® With respect, how could that be the best way to
proceed when the Commission in its Horizontal Guidelines identifies that SEPs can
present issues as regards restrictions of price competition, foreclosure of
innovative technologies, and preventing effective access to standards?'*° Wherever
the boundary properly lies between the rights of SEP owners and would-be
licensees so that IP rights are optimally preserved and competition best protected,
it is submitted that (1) it has not been identified in Huawei, and (2) it remains no
clearer following on the English cases considered (albeit that those cases offer
many illuminating observations), but (3) it surely cannot lie in the claimed ‘retreat of
the most important EU enforcement agency in competition law from the
battlefield’'™® and a CJEU that, at least in Huawei, seemed unwilling to answer if,
when, and on what terms access to SEPs would be granted under EU competition

law.

Glossary
ETSI European Telecommunications Standards Institute
FRAND Fair, Reasonable and Non-Discriminatory

FRANDL A FRAND licence, i.e. a licence on FRAND terms

Hold-out The practice whereby a person implementing an SEP seeks to delay taking an SEP
licence so as to minimise or avoid paying FRAND royalties

Hold-up The practice whereby implementers of a standard meet with supra-competitive
royalty demands from an SEP owner

NPE Non-practising entity, i.e. a person/company that acquires a patent or associated
rights and relies on the acquired IP rights without practising the patented invention

SDO Standard Development Organization

SEP Standard Essential Patent

48 Margrethe Vestager, ‘Restoring Trust in Our Economy’, Speech at the Association of the Danish
Pharmaceutical Industry New Year Conference in Copenhagen (27 January 2017).

4% European Commission, Communication from the Commission — Guidelines on the applicability
of Article 101 of the Treaty on the Functioning of the European Union to horizontal co-operation
agreements (OJ C259, 21 July 2023, 1) §441.

150 Rupprecht Podszun, ‘SEP Litigation and Huawei: Negotiations in the Shadow of Competition Law’
(2017) 62(4) The Antitrust Bulletin 786, 804.

80
(2025) Irish Judicial Studies Journal Vol 9(1)





